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^<?>4n«.^«»^ Docket No.: B2745.0025 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Heidi Kay et al. 

Application No.: 09/216,206 Confirmation No.: 1079 

FUed: December 18, 1998 Art Unit: 3622 

For: INTERNET ADVERTISING SYSTEM Examiner: J. W. Myhre 

PETITION TO CHANGE INVENTORSHIP UNDER 37 C.F.R. ^ 1.48 

MS Amendment 

Commissioner for Patents DP^r^i% j 

P.O. Box 1450 ntCEIVED 

Alexandria, VA 22313-1450 SEP 2 7 



Dear Sir: 



-GROUP 3600 



Applicants request that the named inventors in the present application be 
corrected. The inventorship error being corrected occurred without any deceptive intent. 
The inventorship of the above-captioned application should be corrected to be David 
William Roth and Dylan SaUsbury based on the previously submitted amendments and 
currendy submitted amendment. 

Included as tab 1 herewith is a statement executed by the Assignee stating that 

the error occurred without any deceptive intent on the part of either David William Roth 

or Dylan Salisbury. This statement by the Assignee is included herewith because, as 

described below, the inventors cannot be found or reached after diligent effort (37 C.F.R. 

§ 1.47(b)). 

09/83/2004 EFLORES 00000099 09216E06 

03 FC:1460 130.00 OP 
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Applicants* representative has been unable to contact any of the named inventors 
as set fortii in the Declaration of Ian K Blum attached as tab 2. Therefore, enclosed is a 
Declaration naming each of the actual inventors, as permitted under 37 C.F.K § 1.47. 
attached as tab 3. 

The above-captioned application has been assigned to BEH Investments LLC. 
Enclosed is the Written Consent of BEH Investments LLC. Additionally, filed here\vith is 
the assignment and recordation cover sheet. Attached at tab 4. 

Applicants respectftiUy request a change of the inventorship of the above- 
captioned apphcation as indicated herein. 

If the Office believes an interview would be of assistance, the Office is welcome 
to contact the undersigned at the number listed below. 

In the event a fee is required or if any additional fee during the prosecution of 
this application is not paid, the Patent Office is authorized to charge any underpayment or 
credit any overpayment to Deposit Account No. 50-2215. 
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If this communication is filed after the shortened statutory time period had 
elapsed and no separate Petition is enclosed, the Commissioner of Patents and Trademarks 
is petitioned, under 37 CFR 1.136(a), to extend the time for filing a response to the 
outstanding Office Action by the number of months which will avoid abandonment under 
37 CFR 1.135. The fee under 37 CFR 1.17 should be charged to our Deposit Accovmt 
No. 50-2215. 



Dated: September 22, 2004 



IRB/mgs 



RespectfiiUy submitted. 




Jlum 

Registration No.: 42,336 
DICKSTEIN SHAPIRO MORIN & 

OSHINSKY LLP 
1177 Avenue of the Americas 
New York, New York 10036-2714 
(212) 835-1400 
Attorney for Applicant 



I hereby certify that this correspondence is being deposited with the U.S. Postal 
Service as Express Mail, Airbill No. EV 262741538 US, in an envelope addressed 
to: MS Amendment, Commissioner for Patents, 5«C^^2fi??/l45p^exandria, VA 
22313-1450, on the date shown below. 



Dated: 



Signature: 
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PTO^SBTOl (pwn) 
Approved fwus8ftTOU^0T/31/200e. ON© 0651-0032 
1 inrtpr tte o«n«^ Q^^K^^^r^ TTOtemaUt Office; U.S. DEPARTMENT OF COMMERCE 



DECLARATION FOR UTILITY OR 
DESIGN 
PATENT APPLICATION 
(37 CFR1,63) 



Attorney Docket Number 



I iDeciaration 
" — 'Submitted 

with Initia] 

Filing 



OR 



nn Declaration 
* — 'Submitted after Initial 
Filing (surcharge 
(37 CFR 1.16(e)) 
required) 



First Named Inventor 



82745.0025^0026 



Heidi Kay 



COMPLETE IF KNOWN 



Application Number 



Filing Data 



Art Unit 



Examiner Name 



09;216,206-Ccnf. #1079 



December 1B, 1998 



3622 



J. Myhre 



I hereby declare that: 

Each InvenlOi'd residence, malllofl address, and citizenship sre as stated below next to Iheir name. 

t believe the inventor(s) named below to be ttie ortginal and first inventorO) of the subject inatter which is datmed and for 
w ptch a patent to sought on the Invention entitled: 



INTERNET ADVERTISING SYSTEM 



SEP 2 



the specirication of which 

[~[ is attached hereto 
OR 

[x] was filed on (MNVDD/YYYY) 
Application Number 



(Tftfe of the Inventicfi} 



2004 



GROUP3800 



12/18/1998 



09/216.206 



as United States Application Number or PCT Intemattonal 

(if applicable). 



and was amended on (MMTOD/YYYY) 09/22/2003 



I hereby state that I have reviewed and understand the contents of the above Identified gpedflcation, Including the claims, as 
amended by any amendment specifically referred to above. 

I acknowledge the duty to disclose Infomriation which Is material to patentability as defined in 37 CFR 1.56, Including for 



1 hereby claim foreign prtonty b«iefltB under 35 U.S.C. 119{a)^d) or (f), or 365(b) of any foreign appllcation(8) for patent, 
inventors or plant breeder's rights certrficate(s), or 365 (a) of any PCT international application which de^gnated et least one 
country other than the United States of Anwrica, listed below and have also Identified below, liy checkina the box, any foreign 
application for patent. Inventors or plant breeders r^hts certificate(5), or any PCT Intemattonal eppficatlon having a filing date 
before that of the application on whtoh pnorlly Is dalnrwd. 


Prior Foreign ApplicaUon 
Numbcr^s) 


Countfy 


Fortlgn Filing Data 
(MMM/YYYY) 


Prtomy 
Not Claimed 


c«rtm«ciC9pyAttacM? 
YES NO 








□nnn 


□□□□ 


1 1 Additional foreign application nunribers are listed on a cupptementel priority data sheet PTO/SB/02B attached harela. 
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U.S. PatenI and Trwiemark Offlco; U.S. DB>ARTMENT OF COMMERCE 



DECLARATION — Utility or Design Patent Application 


Direct an corrsspondenoe to: Cummer Number OA [Tj Conospondens address bekw 


DICKSTEIN SHAPIRO MORIN & OSHINSKY LLP 
Ian R. Blum 


AddrOM 

1 1 77 Avenue of the Americas 
41st Floor 


New York 


state 


^ 10036-2714 


Cowrttry 

US 


Telsphone 

(212) 835-1400 


(212)997-9880 


1 hereby declare that all statemenis made herein of my own knowledge are true and thai alt statements made on infonnation 
and t>ellef are t>etiev6d to be true; and further that these statements were made with the knowledge that willful false 
statements and the like so made are punishat^te by fine or Imprtsonment, or both, under 18 U.S.C. 1001 and that such wlllfut 
false statements may Jeopardize the validity of the applkratlon or any patent Issued thereon. 


NAME OF SOLE OR RRST INVENTOR: 


Ix] A petition has been faed for this unsigned inventor 


Given Name 

(fnvt and middle [iJ any]) Dsvld William 


Femlly Name 

orSumama Roth 


inveniof* / Benzion A. Wachsman / 

^ ^ Benzion A. Wachsman for Assignee 


09/22/2004 


Residsnce: City 

San Francisco 


state 

CA 


Country 

United States of America 


CltlzenaNp 

US 


Mainng 
Address: 


3850 Fillmore Street. #304 


CHy 

San Francisco 


State 

CA 


ZIP 

94123 


Country 

United States of America 


NAME OF SECOND INVENTOR: 


[x 1 A petition has been Tiled for this unsigned Inventor 


Given Nama n^A^^ 
m\ end middle lit any]) uyian 


Mr Salisbury 


inventor's / Benzion A Wachsman / 
Signature ^^^^^^ a. Wachsman for Assignee 


09/22/2004 


Residence: City 

San Francisco 


State 

CA 


Country 

United States of America 


CitizansHp 

us 


Mailing 
Address: 


2854 Golden Gate Ave. 


City 

San Francisco 


state 
CA 


ZIP 

94118 


Country 

United States of America 


Additttmat Inventors or a lege) leprasantathre are tKino named on 1 iUMldmdntd8heoUslPTO/SB/D2Aor02LPBtte<M 
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SEP 22 

Docket No.: B2745.0025 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Heidi Kay et al. 

Application No.: 09/216,206 Confirmation No.: 1079 

FUed: December 18, 1998 Art Unit: 3622 

For: INTERNET ADVERTISING SYSTEM Examiner: J. W. Myhre 

STATEMENT BY ASSIGNEE 

Commissioner for Patents ^^CEIVED 
P.O. Box 1450 SEP 2 7 2004 

Alexandria, VA 22313-1450 r\r^^M 

GROUP 3600 

Dear Sir: 

I, Benzion A. Wachsman, am the President of BEH Investments LLC. I am 
authorized on behalf of BEH to sign documents. I hereby consent to the requested 
change of inventorship. 

Attached hereto as Exhibit A is a Statement Under 37 C.F.R. § 3.73(b) 
regarding the chain of tide to the invention set forth in Application No. 09/216,206. 

My relation to the inventors set forth in the Declaration is Assignee of the 
invention disclosed in the above-captioned application. 

I am signing the Declaration because the inventors are unavailable or unwilling 
to sign the Declaration. The inventors cannot be found or reached after diligent effort. 
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Application No.: 09/216,206 



Docket No.: B2745.0025 



Submitted here\vith is a Declaration by Ian K Blum, Esq. setting forth the facts 
showing that the inventors are unavailable or unwilling to sign the attached Declaration. 

The last known addresses of the inventors for the above-captioned application 

are: 

Ms. Heidi Kay 

2025 Francisco Street, Apt. I 

Berkeley, California 94709 

Mr. Russell Fradin 

3600 Fillmore Street, Apt. 303 

San Francisco, California 94123 

Mr. David William Roth 
3650 Fillmore Street, #314 
San Francisco, California 94123 

Mr. Dylan Salisbury 

2854 Golden Gate Ave. 

San Francisco, California 94118 

Attached to the Declaration of Ian R. Blum, Esq. are the Express Mail labels 
indicating that Applicants attempted to contact the inventors in the above-captioned case. 
Delivery was attempted for each of the packages multiple times. However, the inventors 
either refused to accept delivery or have moved. 

Applicants' representative attempted to contact Mr. David Roth by telephone. 
However, 1 understand that Mr. Roth refused to return any telephone calls. 
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Application No.: 09/216,206 
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The filing of the present application is necessary to preserve the rights of BEH 
Investments LLC with respect to the invention disclosed in the above-captioned application 
and to prevent irreparable damage to BEH Investments LLC if this Declaration is not 
accepted. 

Dated: September 22, 2004 Respectfully submitted, 



IRB/mgs 



B y / Benzion A. Wachsman / 
Benzion A, Wachsman 
BEH Investments LLC 



I hereby certify that this cornesporvJence Is being d* 
Service as Express Mail, Airbilt No. EV 262741 ' 
to; Commissioner for Patents, P.O. Box 1450, 
the date shown below. 



S. Postal 
addressed 
3-1450, on 



Dated: 



Signature: 
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^ ^ , U.S. Patent and Trademark OfRce; U.S. DEPARTMENT OF COMMERCE 
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STATEMENT UNDER 37 CFR 3.73(bl 

Applicant/Patent Owner Heidi Kay et al. 

Application NoiPatent No.: 09/216.206 RIed/lssue Date: December 18. 1996 

Entitled: 



INTERNET ADVERTISING SYSTEM 



BEH Investments LLC 



.a 



(Name of Assignee) 

states that it is: 

1 . Q the assignee of the entire right, title, and Interest; or 

2. QxJ an assignee of less than the entire right, title and interest 

The extent (by percentage) of Its ownership interest is _ 
in the patent application/patent identified above by virtue of either 



Limited Liability Company 



(Type <rf Assignee. e.g.. oorporalion, partnership, unlveralty, gowemment agency, etc) 

RECEIVlED 

SEP 2 7 21104 

— * GROUP jieoo 



A, [ ] An assignment from the inventor(s) of the patent application/patent identified above. The assignment 

was recorded in the United States Patent and Trademaric Office at Reel . 

Frame 



OR 

B. M 



, or for which a copy thereof is attached. 



A chain of title from the inventor($), of the patent application/patent identified above, to the cun^nt 
assignee as shown below: 

1. From: Heidi Kay and Russell Fradin To: Flycast Communications Corp, 

The document was recorded in the United States Patent and Trademark Office at 
Reel 9682 .Frame 0336 , or for which a copy thereof is attached. 



2. From: Flycast Communications Corp. 



Engage Technologies, a/k/a Engage, 
To: Inc. 



The document was recorded in the United States Patent and Trademark Office at 
^68' 012077 . Frame 0280 . or for which a copy thereof Is attached. 



3. From: Engage Inc. 



To: BEH Investments LLC 



The document was recorded in the United States Patent and Trademark Office at 
Reel 013881 , Frame 0442 , or for which a copy thereof is attached. 

[ ] Additional documents in the chain of title are listed on a supplemental sheet. 

Copies of assignments or other documents in the chain of title are attached. 
[NOTE: A separate copy {/.e., the original assignment document or a true copy of the original 
document) must be submitted to Assignment Division in accordance with 37 CFR Part 3, If the 
assignment is to be recorded in the records of the USPTO. Seg MPEP 302.08] 



The undersigned (whose title is supplied below) \% authorized to act on behalf of the assignee. 
09/22/2004 Benzlon A. Wachsman 



Date 

(718) 928-2213 



Telephone Number 



Typed or printed name 
/ Benzion A. Wachsman / 
Signature 

Authorized Signer for Assignee 

Title 
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